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DETAILED ACTION 

1. The reply filed March 28, 2006, has been received and entered. Claims 1-16 and 19 are 
pending. 

Response to Amendment 

2. Applicant's amendments do not appropriately address the rejection of claims 1-16 and 19 
under 35 U.S.C. § 101. Accordingly, this rejection is maintained. 

Response to Arguments 

3. Applicant's arguments filed March 28, 2006, have been fully considered but they are not 
persuasive. The rejection of claim 1-16 and 19 under 35 U.S.C. § 101 are maintained, and 
additional clarification is provided in the rejection set forth below in view of Applicant's 
amendments and remarks. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-16 and 19 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

Claims 1-14 and 19 

A claim that requires one or more acts to be performed defines a process. However, not 
all processes are statutory under 35 U.S.C. § 101. To be statutory, a claimed process must either: 
(A) result in a physical transformation for which a practical application is either disclosed in the 
specification or would have been known to a skilled artisan, or (B) be limited to a practical 
application which produces a useful, tangible, and concrete result. See Diehr, 450 U.S. at 183-84, 
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209 USPQ at 6 (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) ("A [statutory] 
process is a mode of treatment of certain materials to produce a given result. It is an act, or a 
series of acts, performed upon the subject-matter to be transformed and reduced to a different 
state or thing.... The process requires that certain things should be done with certain substances, 
and in a certain order; but the tools to be used in doing this may be of secondary consequence."). 
See also Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diehr, 450 U.S. at 192, [209 
USPQ at 10]). See also id, at 1569, 31 USPQ2d at 1578-79 (Newman, J., concurring) 
("unpatentability of the principle does not defeat patentability of its practical applications") 
(citing O'Reilly, 56 U.S. (15 How.) at 114-19). 

In State Street, the Federal Circuit examined some of its prior section 101 cases, 
observing that the claimed inventions in those cases were each for a "practical application of an 
abstract idea" because the elements of the invention operated to produce a "useful, concrete and 
tangible result." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. For example, the 
court in State Street noted that the claimed invention in Alappat "constituted a practical 
application of an abstract idea (a mathematical algorithm, formula, or calculation), because it 
produced 'a useful, concrete and tangible result' -the smooth waveform." Id Similarly, the 
claimed invention in Arrhythmia "constituted a practical application of an abstract idea (a 
mathematical algorithm, formula, or calculation), because it corresponded to a useful, concrete 
and tangible thing-the condition of a patient's heart." Id 

In the present case, the recited methods (despite being "computer-implemented") do not 
produce a useful, concrete, and tangible result . Specifically, in the method of claim 1, the 
"result" appears to be a determination based upon another determination. This is nothing more 
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than a thought or perhaps a computation within a processor. The result of the determination is 
not used to establish a practical application not at least made available for use to at least be a 
tangible result. Further, the newly added elements of claim 1, together with Applicant's remarks, 
suggest that the claimed invention is merely an abstraction rather than a specific implementation 
capable of producing assured, repeatable results so as to be concrete. 
Claims 15 and 16 

A claim limited to a machine or manufacture, which has a practical application, is 
statutory. In most cases, a claim to a specific machine or manufacture will have a practical 
application. See Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557 ("the claimed invention as a 
whole is directed to a combination of interrelated elements which combine to form a machine for 
converting discrete waveform data samples into anti-aliased pixel illumination intensity data to 
be displayed on a display means. This is not a disembodied mathematical concept which may be 
characterized as an 'abstract idea,' but rather a specific machine to produce a useful, concrete, 
and tangible result."); and State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02 ("the 
transformation of data, representing discrete dollar amounts, by a machine through a series of 
mathematical calculations into a final share price, constitutes a practical application of a 
mathematical algorithm, formula, or calculation, because it produces 6 a useful, concrete and 
tangible result' - a final share price momentarily fixed for recording and reporting purposes and 
even accepted and relied upon by regulatory. authorities and in subsequent trades."). Also see 
AT&T, 172 F.3d at 1358, 50 USPQ2d at 1452 (Claims drawn to a long-distance telephone billing 
process containing mathematical algorithms were held patentable subject matter because the 
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process used the algorithm to produce a useful, concrete, tangible result without preempting 
other uses of the mathematical principle.). 

However, the article and machine recited in claims 15 and 16 are distinct from the 
statutory inventions of Alappat, State Street, and AT&T in that they do not achieve a practical 
application, i.e., the processes associated with the recited article and machine do not produce a 
concrete, tangible and useful result, as explained above with respect to claims 1-14 and 19. 
Accordingly, these claims do not recite statutory subject matter. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 15 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 15 recites "a computer readable storage device on a tangible medium" in line 4. 
On its face, it is unclear how a device can reside on such a medium (a tangible medium can form 
part of a storage device, which is the reverse of what is claimed), and the claim is further 
indefinite because there is no clear antecedent basis for this terminology in the specification. See 
37 CFR 1.75(d)(1); MPEP § 608.01(o). 

Claim 16 recites "a computer executable system" in line 1. It is unclear how such a 
system, presumably a machine, can itself be computer executable. Accordingly, this claim is 
indefinite. 
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Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric B. Kiss whose telephone number is (571) 272-3699. The 
Examiner can normally be reached on Tue. - Fri., 7:00 am - 4:30 pm. The Examiner can also be 
reached on alternate Mondays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Tuan Dam, can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature should be directed to the TC 2100 Group receptionist: 
571-272-2100. 




EBK 

May 31, 2006 



